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DETAILED ACTION 
Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-12 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The term "adamantine" is defined as "resembling the diamond in hardness or 
luster". The claiming of an adamantine carbon structure is thus indefinite, as it is unclear as to 
which carbon structures meet this limitation and which do not. It is suggested that the carbon 
material being claimed by the applicant be more clearly defined. 

Claims 1-4 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The claims are generally indefinite, they appear to be a literal translation into 
English from a foreign document and are unclear as to the exact process that they claim. 
Rewording the claims to more clearly describe the process of the application is suggested. 

Claims 9-12 provides for the use of adamantine carbon, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process apphcant is 
intending to encorT5)ass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claims 9-12 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
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example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitied to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States, 
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
uitemational application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claims 1-4 and 6-8 are rejected under 35 U.S.C. 102(e) as being anticipated by Gruen et 
al. (US 6,592,839). 

Gruen et al. teaches a process for the production of a plasma-deposited nanocrystalline 
diamond film. The method comprises subjecting a carbon source, such as hydrocarbons or 
fuUerenes, to a plasma created primarily from hydrogen and an inert gas. The resulting film is 
characterized by having a cubic diamond structure. The diamond film has a crystal size of 
between 3 nanometers and 10 microns, which is controlled by varying the ratio of hydrogen and 
inert gases. The larger fnicrocrystallite grain structure, which is formed under plasmas 
containing high amounts of hydrogen, represents clusters of diamond particles. The smaller 
nanocrystalline grain structure, which is formed under plasmas containing high amounts of inert, 
represent diamond particles and single crystals of 10 to 20 nnx No difference is seen between 
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either the process or the diamond products of Gruen et al. and those of the instantly claimed 
invention. 

Claims 1-4 are rejected under 35 U.S. C. 102(b) as being anticipated by Matsumoto et al. 
(US 4,767,608). 

Matsumoto et al. teaches a process for the synthesis of diamond structures. The process 
conq^rises providing a plasma using inert gases, hydrogen, hydrocarbons, or mixtxires thereof as 
the plasma-generating gas. A carbon donor, such as organic carbon in gaseous, hquid, or soUd 
form is decon^osed in the plasma and is thus altered to form cubic diamond phase carbon, 
which is precipitated as a film or powder onto a substrate. No difference is seen between the 
process of Matsumoto et al. and that of the instantly claimed invention. 

Claims 1-4 and 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Frenklach 
et al. (US 5,087,434). 

Frenklach et al. teaches a process for the synthesis of diamond particles with controlled 
size, purity, and crystal structure. The process comprises providing a plasma using inert gases, 
hydrogen, oxygen, or mixtures thereof as the plasma-generating gas. A carbon gas, such as a 
hydrocarbon, is decomposed in the plasma and is thus altered to form cubic diamond seeds with 
crystal sizes of generally less than 50 nm. The particles may then be grown by depositing 
diamond phase carbon to produce particles ranging from the size of the seeds to above one 
micron. The purity of the cubic diamond phase may be controlled to be very high. No 
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difference is seen between either the process or the diamond products of Frenklach et al, and 
those of the instantly claimed invention. 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 102(e) as anticipated by or, in the altemative, under 
35 U.S.C. 103(a) as obvious over Gruen et al. 

Gruen et al. is applied above. It is not expUcitly taught that the diamond film produced 
by Gruen et al. comprises cubic diamond phase of greater than 99%. However, because Gruen et 
al. teaches that the structures formed are of cubic diamond phase (as shown by the diffraction 
peaks of Fig. 3), and because no difference is seen between the process or products of Gruen et 
al. and that of the instantly claimed invention, it is expected that the film of Gruen et al. 
comprises cubic diamond phase of greater than 99%. 

Where, as here, the reference discloses all the limitations of a claim except a property or 
fiinction, and the examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, the burden of proof is 
shifted to the applicant, as in In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 1980). 
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Claims 5-8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Matsumoto et al. 

Matsumoto et al. is applied above. It is not explicitly taught that the diamond structures 
produced by Matsumoto et al. comprises cubic diamond phase of greater than 99%. Neither is it 
taught that the diamond powders have crystallite sizes or cluster sizes within the claimed ranges. 
However, because no difference is seen between the process of Matsumoto et al. and that of the 
instantly claimed invention, it is expected that the products of Matsumoto et al. comprises cubic 
diamond phase structures of the claimed purity and sizes. 

Where, as here, the claimed and prior art products are identical or substantially identical, 
or are produced by identical or substantially identical processes, the burden of proof is shifted to 
the applicant to prove that the prior art products do not necessarily or inherently possess the 
characteristics of his claimed product See In re Best, 195 USPQ 430. 

Claim 5 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Frenklach et al. 

Frenklach et al. is applied above. It is not exphcitly taught that the diamond particles 
produced by Frenklach et al. comprises cubic diamond phase of greater than 99%. However, 
because Frenklachet al. teaches that the structures formed are of high purity cubic diamond 
phase, see example 1, and because no difference is seen between the process or products of 
Frenklach et al. and that of the instantly claimed invention, it is expected that the particles of 
Frenklach et al. comprises cubic diamond phase of greater than 99%. 
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Where, as here, the reference discloses all the limitations of a claim except a property or 
function, and the examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, the burden of proof is 
shifted to the applicant, as in In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 1980). 

Conclusion 

Foreign priority reference, Germany 199 27 893.8 (6/18/99), has not been received by the 
USPTO. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J Lish whose telephone number is 571-272-1354. The 
examiner can normally be reached on 9:00-6:00 Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appHcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll-free). 
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